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Fundamentals of Trade Dress and Unfair Competition 

 
The Rights Associated With A Product’s Trade Dress    
 

 The trade dress of a product is the product's total image including size, shape, color or color combinations, texture, or 
graphics.  The frame of reference is the product’s overall appearance from the gaze of a casual observer using such care as is 
typically due a purchase of similar products. Specific details are not considered in 
analyzing a product for trade dress or its infringement. 

In the U.S., like trademarks, a product’s trade dress is legally protected by the 
Lanham Act, the federal statute which regulates trademarks and trade dress. Trade 
dress protection is intended to protect consumers from packaging or appearance of 
products that are designed to imitate other products; to prevent a consumer from 
buying one product under the belief that it is another. For example, the shape, color, 
and arrangement of the materials of a children's line of clothing can be protectable 
trade dress (though, the design of the garments themselves is not protected), as can 
the design of a magazine cover, the appearance and décor of a chain of Mexican-style 
restaurants, and a method of displaying wine bottles in a wine shop. 
 
How Are Trade Dress Rights Established?

Establishing a claim for trade dress infringement and/or false designation of origin under the Lanham Act requires that the 
plaintiff show that the product design: 
(1)  Is not functional or the result of a simple, cheap or superior method of manufacture;  
(2)  Has acquired secondary meaning i.e., the purchasing public associates the trade dress with a single producer or source 

(even if the name is not known) rather than with the product itself; and  
(3)  Is likely to be confused with defendant's product by consumers.  
 

There is no one, universal way to establish acquired secondary meaning of a product’s trade dress. Often, a factor that fits 
well in one case may not be applicable in another. Nonetheless, the following is an exemplary list of the types of factors that 
courts will consider in determining the existence of protectable trade dress in a product’s design: 

o The length of time a product’s design has been used (five years or more is good). 
o Whether the product’s design has been consistently portrayed in advertising. 
o Whether the plaintiff has used “look for” or other advertising that would promote a conscious connection between the 

product’s design and a consistent source for that product. 
o Whether the product’s design is strikingly different than the designs of competing products. 
o Whether plaintiff’s design is a mere refinement of a previous design. 
o Whether the design is constrained by any cost, material, manufacture or functional considerations. 
o The degree to which a survey of consumers recognizes the product shape as a designation of source, even if they do 

not know the name of that source. 
o Whether the product’s design has been sold for private label products. (Private label sales place the design in the 

market with more than one trademark or product name thereby reflecting more than one source for a product of that 
design.) 

o Whether there is an “initial interest” confusion when viewed from afar. 
(Rejected in 6th Cir.) 

o Defendant’s intent in copying the product in context with any similarities of 
product packaging or marketing. (Copying plus acts that suggest efforts to 
palm off the copy as the original are more likely to find that protected trade 
dress has been infringed.) 

o The number of different products covered by the alleged trade dress. (More 
products under protection means less competition and less likelihood of 
finding protected trade dress.) 

o The amounts invested in advertising and product promotion relative to the 
overall market, plaintiff’s market share and plaintiff’s sales volume relative to 
the market in light of the average consumer profile for that market. 

o Whether the product design has attracted the attention of news or reporting 
media, whether or not solicited. 

o Whether the product design has been recognized by museums or professional organizations so as to link the product to 
a source. 

o Factual declarations of secondary meaning by those in the industry who are unrelated to plaintiff. 
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Do I Need To Register My Claim To Trade Dress Rights?

Trade dress may be registered with the United States Patent and Trademark Office (PTO) in either the Principal Register or 
the Supplemental Register. Although registration is not required for legal protection, registration offers several advantages. In 
the Principal Register, a registrant gains nationwide constructive use and constructive notice, which prevent others from using 
or registering that registrant’s trade dress (without contesting the registration). Further, if a registrant in the Principal Register 
gains incontestable status after five years, this can eliminates many of the grounds for another party to challenge the 
registration. Registration under the Supplemental Register allows the registrant to protect its trade dress in foreign countries, 
although the protections are much more limited than protections under the Principal Register in the U.S. 
 
Trade Dress Is Limited By Its Functionality

To gain registration in the Principal Register or common law protection under the Lanham Act, a trade dress must not be 
“functional.” That is, the configuration of shapes, designs, colors, or materials that make up the trade dress in question must 
not serve a utility or function outside of creating recognition in the consumer’s mind. For example, even though consumers 
associated a distinct spring design for wind resistant road signs with a particular company, the spring design was not 
protectable for trade dress purposes because the springs served the function of withstanding heavy wind conditions. 
What is considered “functional” depends upon the specific product or thing sought to be protected. For example, the color red 
in a line of clothing may not be functional (and thus part of protectable trade dress) whereas the same color on a stop sign 
would be functional because the color red serves the function of putting drivers on alert (and thus would not be part of a 
protectable trade dress). 
 
Trade Dress Must Be Distinctive

To gain registration in the Principal Register or common law protection under the Lanham Act, a trade dress must be 
“distinctive.” This means that consumers perceive a particular trade dress as identifying a source of a product. 
Claimed trade dress in the product design -- as opposed to product packaging -- context can no longer be “inherently 
distinctive”; it must acquire distinctiveness through “secondary meaning.” Distinctiveness through secondary meaning means 
that although a trade dress is not distinctive on its face, the use of the trade dress in the market (the “good will” of the trade 
dress) has created an association between that trade dress and a source in the mind of the consumer. 
Although the law is evolving, as it stands now, product packaging (including packaging in very general terms, such as a 
building’s décor) may be inherently distinctive. However, product design, that is the design or shape of the product itself, may 
not be inherently distinctive, and must acquire secondary meaning to be protected. 
 
How Do Trade Dress Rights Interact With Design Patents And Copyrights?

Design patents last for 14 years from the issue date and 
are granted to cover the physical appearance of a product – 
think ornamental bottles, athletic shoes, and products 
where the attraction is the appearance. Like all patents, the 
design is examined to determine whether it is new and 
would not have been obvious to those in the relevant field. 
The standard for infringement is whether there is a 
reasonable likelihood that an ordinary observer would 
believe that the accused product looks enough like the 
patented design that the observer would think that the two 

came from the same manufacturer. The existence of a 
design patent for the same product shape or appearance 
does not automatically mean that trade dress protection is 
unavailable. It will depend on whether the product design, 
packaging or color scheme has become sufficient to 
operate as a kind of trademark right that identifies the 
product as coming from a specific company. Thus, a claim 
for both trade dress and design patent infringement can be 
asserted at the same time against the same defendant.
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